BAYH-DOLE PROVISIONS
DOE Policy:  Public Law (PL) 96-517 (generally referred to as the Bayh-Dole Act) was passed in 1980 and was extensively amended in 1984 by PL 98-620.  This legislation superseded all previous laws with respect to giving nonprofit organizations (including universities) and small businesses certain rights related to inventions they developed under funding agreements with the government and/or government Contractor.  Although a CRADA is not a funding agreement, a subcontract or purchase order issued by a Contractor under a CRADA is a funding agreement and Bayh-Dole would apply if the subcontractor were a nonprofit or small business.  The focus of Bayh-Dole was to address special needs of nonprofit organizations (including universities) and small businesses in dealing with patent issues arising from government contracts, as well as to promote the private sector commercialization of government-funded inventions.

Specifically, nonprofit organizations and small businesses were given the first right to elect title to inventions subject to certain exemptions, including one for exceptional circumstance technologies.  Exceptional circumstance technologies are those that the DOE determines to be valuable to the national interest or national security and presently include inventions associated with weapons production, uranium enrichment, high level civilian nuclear waste and others set forth in the respective M&O contracts.  Contractors’ procurement personnel are responsible for identifying title exemptions in contracts with non-profit organizations and small businesses.

For inventions that the nonprofit organizations and small businesses elect, the government will retain a nonexclusive, nontransferable, irrevocable, paid-up license to practice or have practiced the invention, on behalf of the government, throughout the world.  The Participant may not have rights in such inventions and should be aware of the implications of subcontracts with universities or non-profit organizations. 

Bayh-Dole repealed the march-in rights set forth in the Non-nuclear Act and established standard march-in provisions for all government agencies.  Furthermore, descriptions of inventions were legislatively protectable from public dissemination under Freedom of Information Act (FOIA) requests for a reasonable period to allow a patent application to be filed and processed.

AL Approval Requirements:  If the Contractor determines that Bayh-Dole provisions may be applicable because of a subcontract requirement, a statement should be included in the JWS which demonstrates that the Contractor has addressed Bayh-Dole and any implications thereof.

